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DECLARATION OF PRIOR INVENTION IN THE UNITED STATES 
TO OVERCOME A CITED PATENT UNDER 37 C.F.R. §1.131 



Sir: 



1. I, Scott Smith, a citizen of the United States, residing at 6950 Country Road #10, 
Chaska, Minnesota 55318, is the inventor of the above-identified application. 



2. At the time of the invention thereof and continuously to the present, I was and am 
an employee of SCJMED Life Systems, Inc., assignee of the present application. I submit this 
declaration to establish completion of the invention set forth in this application in the United 
States at a date prior to March 31, 1998, i.e., the effective date of U.S. Patent No. 6,063,1 1 1 to 
Hieshima et al. which was cited by the Examiner in an Office Action mailed, July 8, 2004. 



3 . From the documents submitted herewith and as set forth hereinbelow, it can be 
seen that the invention set forth in the claims of this application was completed in the United 
States before March 31, 1998, which is a date earlier than the U.S. filing date of the '111 Patent. 
Such completion being evidenced by conception of the invention prior to the effective date of the 
reference coupled with due diligence from prior to that date to the subsequent filing of the 
application. Exhibits A through I are submitted in support thereof. The Exhibits A through I are 
being submitted with their dates redacted. The actual document dates of Exhibits A and B are 
prior to March 31, 1998. The actual document dates of Exhibits C through I are after March 31, 
1998, but prior to constructive reduction to practice date of July 2, 1999, i.e., the filing date of 
the parent Application No. 09/345,026, now U.S. Patent No. 6,364,904. A brief description of 
the documents being submitted are as follows: 



a. 



An invention disclosure (Exhibit A) bearing a date signed by myself, the inventor, 
prior to March 31, 1998, the filing date of the ' 1 1 1 Patent. The invention 
disclosure describes the invention as substantially set forth in the claims of the 
above-referenced application. The invention disclosure describes the use of a flat 
stent strip for use as a covered stent. The stent or stent strip is described being 
compressed against a layer or layers of flat ePTFE to form an assembly. This 
assembly is described as then being wrapped on a mandrel followed by laminating 
the components together. Alternately, the assembly may be laminated together 
prior to being wrapped on a mandrel. 

b. A letter prior to March 31, 1998 (Exhibit B) from Assignee's Patent Attorney to 
outside patent counsel enclosing the invention disclosure of Exhibit A and 



requesting the preparation of a patent application. 

c. A letter dated after March 31, 1998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit C) from outside patent counsel to Assignee's Patent 
Attorney reporting three application matters, including one for the parent (Docket 
No. 760-12, now U.S. Patent No. 6,364,904) of the above-referenced application, 
for the above-mentioned and related invention disclosures. 

d. A letter dated after March 3 1 , 1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit D) from outside patent counsel to myself, the 
inventor, reporting the enclosure of drafts of three applications, including a draft 
of the parent of the above-referenced application. 

e. A letter dated after March 3 1 , 1998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit E) from Assignee's Patent Attorney to outside patent 
counsel reporting comments on the draft parent application. 

f . A letter dated after March 3 1 , 1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit F) from outside patent counsel to Assignee's Patent 
Attorney reporting the preparation of three application drafts, including a draft of 
the above-mentioned parent patent application, for further review by myself, the 
inventor. 

g. A letter dated after March 3 1 , 1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit G) from the Assistant to Assignee's Patent Attorney 
to outside patent counsel reporting additional comments relating to three draft 
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applications, including the above-mentioned parent application. 

h. A letter dated after March 31,1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit H) from outside patent counsel to Assignee's Patent 
Attorney reporting the enclosure of three additional application drafts, including a 
draft of the above-mentioned parent application for review. 

i. A letter dated after March 31,1 998 and prior to constructive reduction to practice 
date of July 2, 1999 (Exhibit I) from Assignee's Patent Attorney to outside patent 
counsel enclosing three executed patent applications, including the above- 
mentioned parent application, and requesting that the application be filed. 

4. This declaration is being submitted in response to a Non-Final Office Action 
issued by the Examiner and therefore is believed to be timely filed. 

5 . The above-referenced exhibits establish a date of invention prior to March 3 1 , 
1998, the filing date of the '1 1 1 patent, and further establish diligence from that date to the filing 
date of the parent application, namely July 2, 1999. 

I hereby declare that all statements made herein of my knowledge are true and that all 
statements made on information or belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
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Code, and that such willful false statements may jeopardize the validity of the application or any 



patent issued thereon. 




HOFFMANN & BARON, LLP 
6900 Jericho Turnpike 
Syosset, New York 11791 
(973) 331-1700 
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EXHIBIT A 28 GQ0.y)5 * 

SCEVEED TnvAni4«^mspJi>SMj:e--Form page 1 of . 

ion: w*/ ^/ ^^/iy^T" 



Descriptive Title of Invention: 

Inventor (s): ^ /^>/t 3i^» 



Date of Invention:. 



Date of First Drawing:. 



Date of First Written Description: 

Date of Disclosure: 

(circle one) 

Internal: To Whom: , Written Oral 

(circle one) 

External: To Whom: , Written Oral 

Description of Invention .- %?fr*J. 
Held of Application:^ 

Related SCIMED devices or concepts ; /jag* £t£*~^ fefflS «. 

v — : 

Description: j2±Z sS?Z±L Z2l222 £b S^^aS ^ /Ht^f 



Unique feature of invention : f^ff^ SZ6#d^ 0Uvuu^<6 ^f/f/syi f/krA ^'^) 

Advantages of unique feature: 

(6 b< fUjl ar»tJL^ Al ^^^r^L jjS^Sfr */ 
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SCIMED* 



EXHIBITS 




SCIMED L$ Systems, Inc. 
' One SCIMED Place 
Maple Grove, MN 55311-1566 
612-494*1700 




Daniel A. Scola, Jr., Esq. 
HOFFMAN & BARON 
1055 Parsippany Boulevard 
Parsippany, NJ 07054 

RE: Invention Disclosures 922, 927 and 941 

SCIMED File Nos.: SM-P0357-US01 and SM-P0406-US01 

Dear Dan: 

Under letters o^^^^aiv^(^^^$pf this year, you received copies of the three 
above-mentioned disclosure forms. To insure that you have complete sets, 
another copy of each is enclosed. At this time, I would like you to begin 
preparing the two patent applications directed to these inventions. Invention 
Disclosure 927 and parts of Invention Disclosure 941 should be included in a 
patent application directed to Spiral Wound Stents (our file SM~P03$7-US01). I 
have enclosed a copy of SOMEI^s Application WOg£/31945. Invention 
Disclosure 922 and the remainder of 941 are directed to an improved vascular 
stent graft device (our file SM-P0406-US01). * ** 

If you have any questions concerning these disclosures, feel free to contact me. 



Sincerely, 



Luke Dohmen 
Sr. Patent Attorney 




LD:dl 
Enclosure 
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RONALD J. BARON* 
OERALD T. BOONER* 
DANIEL A. SCOUL, JR.Q 



A. THOMAS RAMMER* 
ARLENE O. MORRIS* 
R. GLENN SCHROCOCfl* 
OLENN T. HENNCBERGER **• 
tlVIA BOYAOJIAN* 
«*AN W. PjfiEA* 
SALVATORicI AB3RU2ZCSC 
UNO SAY S. AOAMS* 
KIRK M. MILES* % 



PAUL J. OTTERSTCOT** 
JESSICA M. TRANt 
IRVINO N. FEIT* 
ANTHONY E. BENNETT** 
KEVIN C. HOOPER* 
PAUL O. ACKER MAN** 
ROBERT F, CH13HOLM 00 
OREOORY W. BACH MANN # 
FRANKLIN S. AS RAMS* 



A xOffmann & Baron, llp 

ATTORNEYS AT LAW 

1055 PARSIPPANY BLVD. 
PARS1PPANY. NEW JERSEY 07054 

(973)331-1700 
FACSIMILE (973) 331-1717 
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Luke Dohmen, Esq. 
SCIMED Life Systems, Inc. 
One SCIMED Place 
Maple Grove, MN 5531 1-1566 



Re: 



Dear Luke: 



SCIMED Patent Applications 
Our Dockets- 760-fr 760-7; 7^1 o 
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ok •!? r !?T^ 0Ur ^ est <^ toda y ; listed below is the information on the three (3) 
above-identified SCIMED patent applications: { V 



Our Docket: 
SCIMED Reference: 

Title: 
Inventors: 



760-6 

10*927 and Part of ED 941 
File#SM-P0357-US01 
Spiral Wound Stent 
Scott Smith and Brian Brown 



Our Docket: 
SCIMED Reference: 

Title: 
Inventor: 

Our Docket: 
SCIMED Reference: 

Title: 
Inventor: 



760-7 
ED 922 

File#SM-P0406-US01 

Improved Composite Vascular Graft 

Scott Smith 

760-12 
ED 941 

File # SM-P0406-US01 
Improved Stent/Graft Device 
Scott Smith 



EXHIBIT D 
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{ iOFFMANN & BARON, LLP 



CHARLES ft. HOFFMANN 

> J. 
>T. I 

ALAN M* SACK 4 

ARLENE O. MORRIS* 
R. GLENN SCHROEDEft* 
GLENN T^MENttESgRGER* 
LiVIABCYACJIAN* ~ 
KIRK M. MILES 
JESSICA H. TRAN* 
ANTHONY B. BENNETT 
KEVIN C. HOOPER* 
ROBERT F. CHI8HOLM* 
GREGORY W. BACH MANN* 



DANIEL A* SCOLA, JR. 
A. THOMAS KAMMER* 
SALVATORK J. ABBRUZZESE 

IRVING N. FEIT* * 

FRANKLIN S. A3 RAMS* 
MARK E. BARON 
WAYNE L. ELLENBt 
STEVEN T. ZL 
KELLYANNE Ml 
SUSAN A. SIPOS 
SAMIR R. PATEL* 
WILLIAM D. SCHMID 1 
MICHAEL P. MONRO* N^jf 
PATRICK J. HOEFFNER* 




ATTORNEYS AT LAW 

1055 PARSIPPANY BLVD. 
PARSIPPANY, NEW JERSEY 07054 
(973) 331*1700 
ACSIMILE (973) 331-1717 



NEW YORK OFFICE 
SSO JERICHO TURNPIKE 
JERICHO, N.Y. I17SS-I3I7 
(SIS) 022-3800 
FAX(SI*)SSfr*S*8 



Scott Smith 

SCIMED Life Systems, Inc. 

One SCIMED Place 

Maple Grove, Mtf 5531 1-1566 

Re: New Patent Applications 

Our Docket: 760-6: 760-7 and 760-12 

Dear Scott: 

Please find enclosed the application drafts for the above-referenced applications, which 
respectively correspond to the following inventions: 



Our Docket 
SCIMED Reference: 

Title: 
Inventors: 



760-6 

ID 927 and Part of ID 941 
File#SM-P0357-US01 
Spiral Wound Stent 
Scott Smith and Brian Brown 



Our Docket: 760-7 
SCIMED Reference: ID 922 

File#SM-P0456-US01 
Title: Improved Composite Vascular Graft 

Inventor: Scott Smith 



Our Docket: 760-12 
SCIMED Reference: ID 941 <T 

File#SM-P04?6-US01 
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Title: 
Inventor: 



Helically Formed Stent and Graft Assembly 
Scott Smith 



With respect to the IMPROVED STO^/GRAFT DEVICE (760-12) it is a partial draft with 
claims, figures, and background of invention includea;^ 

Please forward a copy of the SPIRAL WOUND STENT (760-6) application draft to Brian 
Brown* Dan Scola of this office will discuss the applications with you tomorrow. 

In the meantime, should you any questions or comments, please communicate them with us 
at your convenience. 



Very truly yours, 




MarkE. Baron 



MEB/mjm 
Enclosures 



cc: L. Dohmen 




Seamed Life Systems/ Inc. 

One Scimed Place 

Maple Grove, MN 55311-1566 

612.494.1700 

www.bsci.com 



Daniel J. Scola, Esq. PRIVILEGED & CONFIDENTIAL 

Hoffmann & Baron, LLP 
1055 Parsippany Blvd. 
Parsippany, NJ 07054 

Re: U.S. Draft Patent Application for: 

HELICALLY FORMED STENT AND GRAFT ASSEMBLY 

Your File: 760-12 

Our File: SM-P0406-US01 

Dear Dan: 

Enclosed are our comments for the above-referenced draft patent application. Please 
contact me after you have had a chance to review the enclosed material. 

Thank you for your assistance in this matter. 



Very truly yours, 




Enclosure 
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\. iiOFFMANN & BARON, LLP 





ATTORNEYS AT LAW 



R. OUNN SCHROKDCR* SAMIR R. PATE.* 




1055 PARSIPPANY BLVD, 
PARSIPPANY, NEW JERSEY 07054 

(973) 331-1700 
FACSIMILE (973) 3314717 



NEW YORK OFHCE 
S900 JKRtCHO TURNPIKC 
8VOS5CT, H.Y. M7»| 

(816) ast-WSO. 
PAX (816) 88*3888 



OUMM T. HKNNCBCftOCR* WILLIAM O. SCHMIDT 0 
KIRK M. MILKS MICHAKL P. MONRO* 

JCS3ICA H. TRAM* PATRICK J. HOEFFNKR! 

AMTHOMT f. BCNNCTT JAMC8 P. HARRINOTOA 
ROBERT F. CMISHOLM* KKVtN K* MCDCRMOTT, 



♦ 



HOT ADMlTTtO IM 
**HtOn ATTOftHCT 




KtLLYANMC MC&fcL JOHN S. SOPKO 

SUSAN A. SIPOJ* T 



Luke Dohmen, Esq. 
SCIMED Life Systems, Inc. 
One SCIMED Place 
Maple Grove, MN 553 1 1-1566 

Re: New Patent Application For 
SPIRAL WOUND STENT 
Our Docket: 760-6 



New Patent Application For: 

IMPROVED COMPOSITE VASCULAR GRAFT 

Our Docket: 760-7 

New Patent Application For: 

HELICALLY FORMED STENT/GRAFT ASSEMBLY 
Our Docket: 7 60-12 



We have prepared the above-identified applications in final form for filing in the U.S. 
Patent and Trademark Office. We enclose copies of each application including formal papers for 
execution. 

We ask that you arrange to have the inventors review the applications and execute the 
formal papers where indicated. Once the papers have been executed, please return the papers to 
us and we will promptly file the applications in the U.S. Patent and Trademark Office. 

If during the review process, the inventors have any changes they wish to make to the 
applications, please have them make the changes in ink and initial and date the changes in the 
margin. In that manner, we can still file the application as executed. 



Dear Luke: 




EXHIBIT H 




Hoffmann & Baron, llp 




1055 PARSIPPANY BLVD. new york office 

PARSIPPANY, NEW JERSEY 07054 



ATTORNEYS AT LAW 






R. GLENN SCHROEDER* 3AMIR R. PATEL* / 

OLtNN T. HENNEBEROSR* WILLIAM O. SCHMIDT*/ 

KIRK M. MILES MICHAEL P. MONRO* / 

JESSICA H. TRAN* PATRICK J. HOSFFNEft* 

ANTHONY E. BENNETT JAMES F. HARRINGTON 

ROBERT F. CHISHOLM* KEVIN E. MCOERMOTtfc) 

OREOORY W. BACHMANN* RODERICK S.W. TURN W; 

MARK E. BARON ROBERT C. MORRI33* \S 

WAYNE L. ELLEM6O0EM NANCY A* BIRO* 

STEVEN T. 2USCHLAO* JOHN S. SOPKO 

KELLYANNE HSRKEL BARRY H. JACOBSEN 
SUSAN A. 3IPOS 



Luke Dohmen, Esq. 
SCIMED Life Systems, Inc. 
One SCIMED Place 
Maple Grove, MN 553 1 1-1566 

Re: New Patent Application For 
SPIRAL WOUND STENT 
Our Docket: 760-6 



IMPROVED COMPOSITE VASCULAR GRAFT 
Our Docket 760-7 

New Patent Application For: 

HELICALLY FORMED STENT/GRAFT ASSEMBLY 
Our Docket: 760-12 > 



Further to our previous correspondence, we have prepared the above-identified 
applications in final form for filing in the U.S. Patent and Trademark Office. The final form of 
these applications have been prepared incorporating the comments provided to us by the 
inventors. Included with each copy of the application are formal papers including a Combined 
Declaration and Power of Attorney as well as an Assignment of Invention form 

We ask that if you and the inventors find these applications to be acceptable, please 
execute the formal papers and return them to us. Upon receipt of the formal documents, we will 
arrange to file the applications in the U.S. Patent and Trademark Office. 



New Patent Application For: 



Dear Luke: 
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If you or the inventors have any questions or comments or wish to discuss any portions of 
the application in further detail, please do hot hesitate to contact us. 



% Very truly ypurs, 




Salvatore J. Abbruzzese 



SJA/mjm 
Enclosures 
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Scimed Life Systems, 
One Scimed Place 



Maple Grove, MN 6531 M 568 
612.494.1700 
www.bsci.com 



VIA FEDERAL EXPRESS 



Salvatore J. Abbruzzese 
HOFEMAN & BARON 




1055 Parsippany Boulevard 
Parsippany, NJ 07054 



RE: SPIRAL WOUND STENT 

Our File No.: SM-P0357-US01 



Your Hie No.: 760-6 ■ 

IMPROVED COMPOSITE VASCULAR GRAFT 
Our File No.: SM-P0456-US01 
Your File No.: 760-7 * 

HELICALLY FORMED STENT/GRAFT ASSEMBLY 
OurFUeNo.: SM-P0406-US01 
Your File No.: 760-12 

DearSal: 

Enclosed are the executed patent applications with regard to the above-identified matters. 
Please place these applications on file with the United States Patent and Trademark 
Office as soon as possible. 

If you have any questions, please call me. 



Sincerely, 




LukeDohmen 
Sr. Patent Attorney 



LD:dl 
Enclosures 



